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DETAILED ACTION 


Claim Rejections - 35 USC § 102 


1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

2. Claims 1-7, 9, 1 1- 13 are rejected under 35 U.S.C. 102(e) as being anticipated by Itoh. 
(U.S. Patent #6,034,785) 

Regarding claim 1 : Itoh teaches a printer configuration, (fig. 2) comprising: a) a computer 
readable medium (recording medium, column 12 line 40-45) comprising data; b) a computer (fig. 
2, 20 server, column 12, line 41) having access to the data on the computer readable medium; c) 
a communication link (the arrow between 42 and 20, fig. 1, column 13, lines 35-36, column 9, 
lines 60-65) connected to the computer; (fig. 2, column 9, lines 60-65, column 12, lines 60-65, 
column 6, lines 20-25); d) a photoprinter (digital print system 10, column 7, line 55) connected 
to the communication link and in communication with the computer, the photoprinter (digital 
print system 10, column 7, line 55) having a selection mechanism (22a, and 22b, column 9, lines 
30-55) and having access to the data over the communication link (the line connecting 20 server 
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and 42 memory, column 9, lines 55-65, column 10 lines 27-37) in response to a user's input to 
the selection mechanism on the photoprinter (digital print system 10, column 7, line 55). 

Regarding claim 2: Itoh teaches a user interface (monitor 18, column 9 lines 35-55) on 
the photoprinter having a plurality of options selectable by a user with the selection mechanism. 

Regarding claim 3: Itoh teaches wherein the options include downloading files from the 
computer (20) (column 9, lines 60-65, column 12, lines 60-65) uploading files to the computer 
(20) (column 10, lines 1-5) or printing files. 

Regarding claim 4: Itoh teaches wherein the one or more files are presented on the user 
interface (18)(Column 10, lines 1-16, column 9, lines 29-55). 

Regarding claim 5: Itoh teaches wherein the data comprises digital photographs (Column 
8, lines 20-35). 

Regarding claim 6: Itoh teaches wherein the data comprises executable code for running 
on the photoprinter (digital print system 10, column 7, line 55, Column 10, lines 38-52). 

Regarding claim 7: Itoh teaches wherein the computer (20) is connected locally to the 
photoprinter (digital print system 10, column 7, line 55, Fig. 2). 

Regarding claim 9: Itoh teaches wherein the computer (20) is a server (Column 12, lines 

41). 

Regarding claim 1 1 : Itoh teaches a printer configuration, (fig. 2) comprising: a) a 
computer (20, fig. 2, server, column 12, line 41) having a plurality of digital photographs 
(Column 8, lines 20-35) on a computer readable medium; (recording medium, column 12, lines 
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40-45) b) a communication link (the arrow between 42 and 20, fig. 1, column 13, lines 35-36, 
column 9, lines 60-65) connected to the computer (20); and c) a photoprinter (digital print system 
10, column 7, line 55) connected to the computer (20) via the communication link, the 
photoprinter having means (22a, 22b, column 9, lines 30-55) for accessing the digital 
photographs (Column 9, lines 55-65, column 10, lines 27-37, column 12, lines 60-65). 

Regarding claim 12: Itoh teaches a method for accessing digital photographs, (abstract) 
the method comprising the steps of: a) placing one or more digital photographs on a computer; ( 
20, fig. 2, column 8, lines 20-35) b) establishing a communication link (the line connecting 20, 
server and 42 memory, column 9, lines 55-65, column 10 lines 27-37, fig. 1, column 13, lines 35- 
36, column 9, lines 60-65) between a photoprinter (digital print system 10, column 7, line 55) 
and the computer (20); c) inputting a request to the photoprinter by a user; (22a, 22b, column 9, 
lines 30-55, column 9, lines 55-65, column 10, lines 27-37) and d) accessing the digital 
photographs by the photoprinter in response to the request (Column 9, lines 25-67, column 12, 
lines 60-65). 

Regarding claim 13: Itoh teaches wherein the step of accessing comprises downloading 
the digital photographs, (column 9, lines 60-65, column 12, lines 60-65). 

3. Claims 15-17 are rejected under 35 U.S.C. 102(b) as being anticipated by Colbert et al. 
(U.S. Patent #5,699,494) 
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Regarding claim 15: Colbert et al. teach a method for diagnosing a printer, (abstract, 
column 2, lines 25-35) the method comprising the steps of: a) obtaining a stand-alone printer; 
(16, fig. 1) b) establishing a communication link (21, fig. 1) between the stand-alone printer and 
a computer; (1 1, fig. 1) and c) transmitting instructions (commands, request, column 8 lines 1- 
20) over the communication link from the computer to the stand-alone printer; and d) diagnosing 
one or more functions of the stand-alone printer in accordance with the transmitted instructions. 
(Column 9, lines 60-67, column 10, lines 1-45, abstract) 

Regarding claim 16: Colbert et al. teach wherein the instructions comprise content to be 
presented on a display of the stand-alone printer. (Column 9, lines 60-67, column 10, lines 1-45, 
abstract) 

Regarding claim 17: Colbert et al. teach the computer processing user inputs to the 
stand-alone printer. (Column 1 1, lines 65-67, column 12, lines 1-42) 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Itoh as applied to 
claim 1 above, and further in view of Satomi et al. (U.S. Patent # 4,759,053) 

Regarding claim 8: Itoh does not teach wherein the communication link is a modem 
connections. 

Satomi et al. teach to use a modem (7, fig. 1) connecting a computer (4, fig. 1) and a 
printing device, (1, fig. 10) as a communication link. 

Therefore, it would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Itoh to include: a modem connections as the 
communication link. 

It would have been obvious to a person with ordinary skill in the art at the time the 
invention was made to have modified Itoh by the teaching of Satomi et al. because of the 
following reasons: (a) it would have allowed the printer and the computer to be far apart and a 
user would still use the system; and (b) using a modem connection would have allowed the 
printer and the computer to be located at any location so long as there is a phone line and would 
have provided users with convenience. 

6. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Itoh as applied to 
claim 9 above, and further in view of Bahreman (U.S. Patent # 6,061,665) 

Regarding claim 10: Itoh does not teach wherein the data is accessible on an online 
account. 
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Bahreman, in the same area of accessing data from a server (column 11, lines 50-55) from 
a client terminal, teaches data from a server is accessible on an online account. (Column 13, lines 
45-50) 

Therefore, it would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Itoh to include: the print data is accessible on an online 
account. 

It would have been obvious to a person with ordinary skill in the art at the time the 
invention was made to have modified Itoh by the teaching of Bahreman because of the following 
reasons: (a) it would have provided the account owner with privilege to use a system maintaining 
the account, as taught by Bahreman, at column 13, lines 45-50, and (b) it would have allowed 
users to secure electronic payment in exchange for accessing data over a communication network 
such as Internet, as taught by Bahreman, at column 1, lines 15-20, and column 1 1, lines 15-21) 

7. Claim 1 4 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Itoh as applied to 
claim 12 above, and further in view of Lightenberg et al. (U.S. Patent # 5,682,441) 

Regarding claim 14: Itoh does not teach downloading thumbnail representations of the 
digital photographs. 

Lightenberg et al, in the same area of transmitting images teaches downloading thumbnail 
representations of the digital photographs. (Column 12, lines 1-5, fig. 1, column 4, lines 15-30) 
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Therefore, it would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Itoh to include: downloading thumbnail representations 
of the digital photographs. 

It would have been obvious to a person with ordinary skill in the art at the time the 
invention was made to have modified Itoh by the teaching of Lightenberg et al. because of the 
following reasons: (a) it would have allowed a user to trade speed for image quality at will, as 
taught by Lightenberg et al, at column 12, lines 1-5, and (b) it would have consumed less CPU 
time and I/O resource that are only proportional to the thumbnail image data compare to a large 
image data, as taught by Lightenberg et al, at column 12, lines 1-5. 

8. Claim 1 8 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Colbert et al. as 
applied to claim 15 above, and further in view of Itoh (U.S. Patent # 6,034,785). 

Regarding claim 18: Colbert et al do not teach wherein the stand-alone printer is a 
photoprinter. 

Itoh, in the same area of printing images from a computer (20, fig. 2, column 12, lines 41) 
to a stand alone printer (controller 14, and printer 16, column 6, lines 4-40), teaches that the 
stand-alone printer is a photoprinter. (Column 2, lines 55-67) 

Therefore, it would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Colbert et al. to include: a photoprinter as the stand 
alone printer. 
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It would have been obvious to a person with ordinary skill in the art at the time the 
invention was made to have modified Colbert et al. by the teaching of Itoh because of the 
following reasons: (a) it would have allowed a user to print postal card on which a photograph is 
printed such as New Years cards, notice of marriage cards, as taught by Itoh at column 1, lines 
15-20, and (b) it would have allowed the user to easily, accurately and effectively creating the 
cards, as taught by Itoh at column 3, lines 10-12. 

9. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Colbert et al. as 
applied to claim 15 above, and further in view of Overall et al (U.S. Patent # 5,797,061). 

Regarding claim 19: Colbert et al. do not teach the computer receiving usage statistics of 
the stand-alone printer. 

Overall et al., in the same area of printing images from a host to a printer, teach to have 
the computer receiving usage statistics of the printer. (Column 18, lines 15-50) 

Therefore, it would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Colbert et al. to include: having the computer to 
receive usage statistics of the stand-alone printer. 

It would have been obvious to a person with ordinary skill in the art at the time the 
invention was made to have modified Colbert et al. by the teaching of Overall et al. because of 
the following reasons: (a) the computer would display the predicted number of pages remaining 
based on the printer's usage statistics, as taught by Overall et al. at abstract. 
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Response to Arguments 


10. Applicant's arguments filed 1/7/2002 have been fully considered but they are not 
persuasive. 

With respect to applicant's argument that Itoh does not teach a photoprinter, have been 
fully considered but they are not persuasive. 

In reply: Column 6, lines 4-35, Itoh teaches that digital print system 10 is used to print 
images recorded on a film. Column 2, lines 35-45 Itoh further teaches that digital print system 
used to print images recorded on a film is a photoprinter/system. Therefore, the digital print 
system 10 is a photoprinter. 

With respect to applicant's argument that Itoh fail to teach a stand-alone appliance for 
printing digital photographs, have been fully considered but they are not persuasive. 

In reply: Stand-alone is not a limitation in the claims 1-14. 

With respect to applicant's argument that Itoh does not teach a photoprinter having a 
selection means, which allows access to data over a communication link in response to users' 
input, have been fully considered but they are not persuasive. 

In reply: Column 9, lines 25-55 Itoh teaches to use a mouse and display (selections) to 
select background images. Column 9, lines 20-25 Itoh teaches the background images are 
located in memory device 20 which is a server according to column 12, lines 35-41 , Itoh. 
Therefore, Itoh teaches a photoprinter having a selection means, which allows access to data over 
a communication link in response to users' input. 
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With respect to applicant's argument that Colbert does not diagnose a printer, have been 
fully considered but they are not persuasive. 

In reply: Abstract of Colbert teaches users can access all data available of the printer. The 
examiner view that the accessing data of the printer is diagnosing the printer. 

With respect to applicant's argument that Colbert does not teach a stand alone printer, 
have been fully considered but they are not persuasive. 

In reply: Fig. 3, Colbert teaches a diagram of the controller of the printer. Column 1 1 , 
lines 55-67, Colbert further teaches that the printer controller would process the print job 
independent from a host. Therefore, Colbert teaches a stand alone printer. 

11. ACTION IS FINAL 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy 
as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTHS shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, however, 


# 
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will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to King Y. Poon whose telephone number is (703) 305-0892 or to Supervisor 
Mr. David Moore whose phone number is (703) 308-7452. 


#4~Jn ft— 


GABRIEL GARCIA 

PRIMARY EXAMINER 


March 4, 2002 


